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RKMARKS 

The following remarks are in response to the non-final OrHcc Action rn;iilcd oji January 
7, 2(H)9 in which clnim.^; 1 -22 wore rejected. No claims arc ciirrcnll y iwnended or cancelled. 
(..1:ums 1-22 ore currently pending. In lighl ofthe following remarks, ihe appliciint. rospcctAilly 
rcqucsls wiilKli inval olMlic pending rejections and advancement of this tipplication to allownnco. 

Prcliminafy Matter 

Ay n prcliniiinu'y niatlcn the claims pending in tins olTicc acliou were rejcclv^d over Iscn 
el ( U.S. PiJlenl No. 5 JOiVOSIS) in m OrJk-c Action bearing a mailing date of November 2. 
2007. The applicants llien filed an Amendment and Response on May 2. 2008. The Palcjit 
Ofilcu issued a Notice of Allowance and rec(s) Dnc on Jnne 27, 2()(}S, Notice oT Withdrawal 
IVom lyjsue Under 37 C.F.R. § 1.3 1 3 on July 24, 2008, nnd then Ihe curreni Orficc Action on 
January 7, 2{)(>9. 

The first paragraph of Ihc current Oflicc Action states, ''Aflcr reconsideration and findino 
of what is believed more pertinent prior art, the following non-Final Office Action is now- 
provided/* 'I'he current Office Action goes oh to repent the rejection over Isen provided iti the 
Office Action of November 22, 2007, It docs not cite any new an or provide ariy new reasonini* 
tor the rejection. 

Rejection Umter 35 a>S.C y tOSfa) 

h^ Ihe Office Action, claims 1-22 were rejected under 35 U.S.C. § 103(a) as being 
uni>atcntable over Iscn ct af (U.S. Patent No. 5,763,058). Applicant rcspeeifully traverses this 
rejection and do not concede any characterization of the peniiini^ application or references cited 
durinij: prosecution of this application. 

Claims 1-22 set forth, "formitig a second insuiatini; layer on the first insulaiing layer and 
the at least one battery . . .; and positioning a circuit component on the second insulating layer 
oppoijing the at least one battery." The claims require the circuit board to ijicludc a circuit 
component positioned on the second insulating layer over the l>attcry. Figure I in the pending 
iipplicalion illustrates one of the many possible embodiments. In this example, a battery is 
placed within a flexible circuit board 105, with additional circuit components 150, 155 opposinii, 
the battery: 
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Figure 1 

The application discloses that an advaiilagc orplacini; a baltcry within a flexible circtiit board is 
**U) allow more siirl;icc are;^ lor ihc populalion or|circuil| components." Application, p. 7 (last 
paragraph). The circuit componciils opposing the battery vvould need to be relocated if tlic 
battery were not located within the circuit board. 

in order lo establish a prima facia obvionsnes^s rejection of the pcndint; claims, the Office 
Action "must expressly or impliedly s»i;gesi the claimed invculion or the examiner musi present 
a convincing line of reasoning as to why the artisan would have foLmd the claimed invention to 
iiave been obvious in tiu,hl of the teachinjiS of the references." M.P.H.P. § 7()f).()2(j ) {(/ifrUin*^, Ex 
pane Clap/h 111 USPQ ^-^7-' ^V.'H (Bd. Pat. App. & Inter. 1983)). Not only does the Oftlcc 
Action fail to provide a rea^son why Isen disclosCwS or suggests all of die elemenis in the pending 
cUunit>, il does not even mention the claimed act of ^'positioning a circuit component on llie 
secomi insulating layer opposing the at least one baUery/' indeed, Iscn not only fails to teach or 
sugs^si the claimed eomhrnaiion of elements, it actually teaches away from ihem, 

Isen is generally directed to an electrical circuit component printed directly onto one side 
of a substrate. (See* e.g., Isen, ahslract) As shown in FlG. S, Isen illustrates printing a battery 
(seen as Kl ) onto a substrate 53: 



6 

PAGE 7/9'RCVDAT4/7/2009 7:33:39 PM [Eastern Daylight T^^^^ 



04/07/2009 18:33 FAX 6123329081 



MERCHANT & GOULO 



ElOO 




, FIG. 8 

A protcclivc coalinij; 1 16 covcii^ tiic batlcry E\ and the surlncc of the flnij;hed eleclricai circuit, 
IsciK col. 9:4S-52. The baucry is between l.hc proieclivc coatinL^ i 16 mid tlic substrate 53. flic 
protective coatiny 1 16 is (he structure that is on the baUery, the instilling layer S06 is iioi on the 
baucry. Additionally, Iscn does not disclose or ^snggest positioning a circuit componcrU on the 
protective coaling 1 16. which is the only disclosed structure that is on the battery. 

Even if the protective cuatiny, 1 16 i.s an insulnting laj^er, Lsen teaches away from placing 
contponenls in a position opposing; a battery for at least two reasons. First, Isen discloses use of 
an encapsulated liquid electrolyte that must be exposed to an oxtcmiil force (e.g., mechanical 
pre.^sure, electricity. heaU or lighl.) to aclivatt: the battery. Iscju col. 1 1 :64 - 12:5. tor example, a 
user must squee/c the battciy through the protective coating 1 16 and the substrate layer 53 to 
activate the battery. Tliis disclosure suggests that nt tcast the portion of the protective coaling: 
1 16 opposinii the haitery is exposed (c.i;.. iiol populated with electrical components) to allow 
application of an exlenial force (hrousiih the protective coal:ing 1 16 and to the battery. 

Second, Iscn suggests the upper electrode 820 is /.inc and tlie lower electrode Sl6 is 
carbon. Tscn. col. 12:13-16. It discloses that the zinc battery electrode has holes in it *\so that 
dipping the battery in water will liquidify the alkaline thus activating the decirolyic [SIS! to 
power the battery." isen, col. 12:16-19. This disclosure .suggests the protective coaling 1 16 also 
has holes in it to allow water to pass into the Ixoles of the zinc batlcry electrode. The disclosure 
also suggests that there arc no electrical components positioned on the protective coaling 116 and 
opposing tlie battery. Such positioning could cause the components to be exposed to water and 
to block the lioles prcvcjiling vvaier froin reacliing the clecUulyte 8! S. Therefore. Iscn teaches 
away from the claimed combination oCclemenls. 

hor ;it least tbe reasons discii.ssed above, iscn fails to disclose or suggest all limitations of 
claims I -22 of the present application. Accordingly, the applicant respectfully requests 
withdrawal of the pending rejection. 
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CONCLUSION 



In view oflhis Amendment and Response, the upplicanl respeclfutly requests nllownncc 
ofihe pending claims and :uiva?Keniem of this applicniion to aMovvajicc. iherc imy be 
additional reasons that the subject matter is patenlably distinct from the cited rcl'crv^nccs, in 
addition lo ihosc discussed herein. The applicant reserves the right to raise any such aruuinent-s 
in Ihe fiilure. 

If (lie examiner believes a telephone conference would advance the prosecution of llie 
application, tiie examiner is invited lo telephone the undersigned at ihe below-lisled telephone 
ntimhcr. 



R cspect fu II y s 1 1 b m i 1 1 cd , 



MtiRCHAN r & GOULD P.C. 
P.O. Box 2903 

Minneapolis, MN 55402-0903 
(612)332-5300 




0' 



Jqht(C. Reich 
X^tg. No. 37.703 





PAGE 9/9'RCVDAT4/7f2009 7:33:39PM [Eastern Daylight Tirne]*SW^^^ 



